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INTRODUCTION

A challenge restaurateurs and chef-owner
entreprensurs face 1s the mastering of the
secret sauce for bullding a base of retum
customers and expanding that base.
Developing new and interesting cuisine is
part of a chef's and restaurateur’s repertoire.
This is especially important in & compefitive
mdustry whers there i3 no shertage of food
service establishments or initiatives by chefs
and restaurant goers eager for new culinary
experiences. In its simplest characterization,
the goal of the secret sauce is to cover the
dichotomy of captunng retum dimers who
savor a particular dish, and diners seeking
ot new culinary creations.

Eunter that new breed of food and beverage
entreprensur; new to the food scene and
seeking market peneation. More and more
common, they may be lamched by
fundraising from mvestors locking for a
return on investment {ROI7). Other food
service establishments, such as franchizes,
may be looking to expand operations.
Whether there 15 in fact a recipe for the secret
sauce that 15 applicable to everyone 13
delbatable but one mechanizm that nearly
every business relies upon, whether
consciously or subconseiously. 13 brand
development and placement to capture
market share. Brand development forces
chef-owners and restaurateurs to go beyond
thewr duties in the kitchen and exercise
business acumen in utilizing miellacual
property (“TF7) to create valoe for their
business. Usnally, that type of IP facilitates
ROT and involves the field of trademark law.

I[P may be used to highlight and monetize the
technical and creative cnlinary skills of the
chef or restaurateur.

Tlus article 1s & basic intreduction to
raditional and non-raditional trademark law.
Examples of trademarks used in the foed
mdustry ilustrate concepts that may be
applicable to other channels of wade. The
concepts and technigques described here may
help entreprensurs wld a brand by
distinguishing themselves, expand their base
of customers using traditional and
nontraditional trademarks, and create an
intellectual property portfolio attractive to
mvestors

Part T will mtroduce basic concepts of
rademark law. Part IT'will describe the
general landseape comprising the types of
nonfraditional trademarks. Part I will
provide several examples of such marks seen
mn the Hawatian topography. Part TV will
discuss additional tools for the culinary
entrepreneur having claims to fame marks,
licensing opportunities and signamre dishes.
Part W will conclude with the secret sauce
comprising at least one part business acumen
and one part strategic exploitation of
opportunities for brand building.

TRADEMARK BASICS
Trademarks and service marks are
traditionally known to be made up of “any
word, name, symbol, device or any
combination thereof™ that the public
associates with & single source for goods and
services, respectively. Both trademarks and

service marks are sometimes collectively
referred to hersin as “marks” or
“trademarks.” They are both source
mdicators. Theose marks containing words
may consist of ordinary words that can be
found m a dictionary or be comed words or
phrases and they may include letters and/or
numerals. When the mark 15 a design, 1t
may, for example, include an abstract
ilnstration, & reproduction of an object, o1 an
image or seme siyhization, typically serving
2z a logo.

The Lanham Trademark Act of 1946 governs
trademark rights under federal law.* The
source of Congressional power to regulate
trademsark rights 1s denved from the
Commerce Clause, which doss not creats
exclusive federal rights for mademark laws.
Accordingly, various state laws for the
protection of rademarks may be pertinent.’
a5 well as common law rights. In Hawa,
state statutes serve to regulate frademarks,
unfair methods of competition, deceptive
trade practices, trademark dilution, and
trademark counterfeiting, by way of
examples * Cutside of Hawaii and the
United States, various countries may grant
regisiration for vanous types of marks; while
30IIle COlmiTies may not grant registrations at
all for certain types of marks.

TYPLES OF NON-

TRADITIONAL TRADEMARKS
The Lanham Act has been interpreted to
encompass nontraditional marks by
mmplication, that 15, due to their non-
exclusion from the defimtion of
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“trademarks.”™® In 1995, the Supreme Court’s
landmark Jualiter case “oumpeted that a
rademark could be “almost anything at all
that 13 capable of carrying meaning. ™ Fast
forward to 2011, where one commentator has
remarked, “in the exotic world of the
nontraditional and beyond, ..., when it comes
to registering such marks[.] the United States
Patent and Trademark Office (UTSPTO) i3
your friend. ™

Within this context, nontraditional
rademarks “are [relative] newcomers.”™
They may take various forms, such as color,
motion, sound, scent, taste (flavor), touch
(texture) and three-dimensional
configuraticns mn the nature of product design
or shape and packaging. The nature of some
nontradiional marks may be charactenzed
by their appearance, wherein one or more
colors may be applied to the products or
packaging, or the look and feel of 2 b‘l‘Li:IJ.lEﬁ
in the case of retail establishments."” Their
applications may arise within the context of
irade dress, which covers the “overall
appearance and impression of a product, .
and even some product marketing

schemes ™" In the restaurant trade. “[t]rade
dress can [further] include service features
guch as retail décor, architectural features [of
the exterior of the retail businesz], mem and
layout.”'* Examples of several types of
noniraditional marks follow.

Color may be

protectable as a
trademark , not
where 1t is

merely functional  but where it is capable
of distmguishing goods or services ™ “Calor
per se cannot be mherently
: - ]djistiuctive_”

Therafore,
acquired
distinctivene
55, also knewm as secondary
meaning, nost be attained for a cnlc:-r mark to
be protectable and enforceable.”® For
example and as shown, the color purple has
been a]:l]:llled toa pacLang: (box) for
brownies.!” Phillips Foods, Inc., famous for
Maryland blue crab meat. has trademark
protection for the black coler applied to the
surface of its
packaging, a can
mntammg crab
meat.'® Labatt
Brewing Company
Limited has
protected the color
blue applied to the pull tab of its alominum
cans containing beer.”® Color marks
typically anse where a single color has
become a source indicator.

Trademsarks that include motion may also be
protectable. “These marks are typically the
closest to traditional logo marks of all the
nontraditional trademarks: they just add the
dimension of movement ™ Motion marks
may inclode moving images, which can
combine colors, mmldsandaspectsuf
pmmctdﬂslgna

Sound embodied as a jmgle, an ordinary
sound heard in everyday life, a piece of
music, a short extract from a nmsical wark,
the full length musical work, or nﬂ.ler soumds
may be protectable as a trademark, ™

provided it 15 “capable of identifying and
distinguishing goods and can be registered if
consumers associate 1t with the source of
goods. ™ For example, a Costa Rican
company has reglstered the sound mark of an
eagle’s squeal for beer,”* while the restaurant
chain owned by Bed Fobin Intermational, Inc.
has protected the acapella sound of
TUMMMY Additionally, the Taco Bell
Corp. has protected the “beng” sound for its
carmyout restaurant services.”

Various scents may also be added to and
associated with products and services ™
“Distinctive, non-fimectional fragrances are
eligible for federal trademark registration.”™ "
For example, the scent of strawhermy

“impregnated” within tuuthbrushes has been
protected as a scent mark, ™ and the scent of
peach for file folders has alm been protected
via a federal registration.”” There is
presenily an application for the cocomuat scent
used in connection with retail store services,
that mclude the sale of varions merchandise
such as water bottles and lip balm **

In 2006, the trademark apphication for the
orange flavor of antidepressant tablets was
finally refused by the Trademark Trnal and
Appeal Board ™ That application had been
considered groundbreaking in the field of
taste marks and commented upen by many
trademark practitioners. Diespite the failure
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of this application, flaver marks are still
eligible for rademark protection; however,
strong evidence of consumer source
recognition 1s presently required to overcome
the scrutiny of being deemed meraly
functional > Flavor marks camnot be
inherently distinctive and must gain
secondary meaning, and to this end, 1t has
been suggested that unusual flavers
assoclated with products that are not meant
for consumption stand a better chalme of
being percerved as non-functional ™

Sensnrj.' touch marks provide
“[t]actile senszations, [and] if
sufficiently distinctive, ey
fimetion as trademarks. ™ Tactile
trademarks are eligible for
protection, as demonstrated by the
leather texture wrapping (label)
around the wine bottle.** and the
flocked texture on a label for a
bottle of wine.”” “Tt is possible for products
to be manufzcturad m such a way that the
produet 1tself or its packaging may have a
particular sensation to the touch, which can
distinguish 1t from those of its

mmpﬂ]tu[s

“Three-dimensional product shapes and
product packaging are protected umder the
Lanham Act as trade dress, and may entail
mnwtallmageufapmdnﬁ oT even a
service ™ A three-dimensional
representation of a product, its packaging, or
the architectural busmess design, interior
look and fesl, signage, label shape and/or tag
may form a nontraditional mark ® Examples

follow of several types of three-dimensional
nontraditional marks which may be
applicable to the food and food service
chanmels of trade.

Three dimensicnal aspects
of product packaging are
eligible for trademark
protection as a source
indieator if they are non-

) functional and
distinctive. “An applicant seeking
protection o a trademark registration for
product packaging moust prove either that the
trade dress 13 mherently distinetive or has
attamed iemndar_',r mezning and that it 1s not
fimctional ™ In one example shown, the
packaging for food in the form of a box of
chocolates, having e
particular ihap-e, color,
ribbon, prinfing and
design element, has
received federal
trademark regi&traﬁnn_”' In another example
depicted, the three-sided base confisuration
having equal-cup portions with ribbed sides
has been protected as product packagmng

Product shape trade dress
(aka product designs)
pertaiming to food entails
= %g the appearance of the actual
m;d:ﬂ and may be protectable if the
shape is distinctive and nonfunctional. ™
Four examples are shown. Enown by the
GOLDFISH brand, the shape of cheese-
flavored crackers has been protected under
trademark law since April 9, 19914 As of

August 31, 2010, Frito-
() {{ : Lay Morth America, Inc.
| _',ki'{ _ has received a federal
RN registration profecting the
i shape of spiral-shaped
com c]:lip';.d'" With another euample m
addifion to color, the

shape of a cake in the (

form of a gift box

complete with the nibbon ‘

has also been federally

registered **  Still
further, C'mmlbc-n Inc. has
a federal registration for
the configuration of the
cimamen roll, specified by
size, shape aJ:l.n:l
mEIen:lleuts

Architectural marks expand the breath of
nentraditienal marks. may embody exterior
trade dress of

buildings, and

may be

“protectable

when

marks have been registered by food
establishments, such as that shown for a

“rectangular shaped one-story building with
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a square tower with a pyranudal red canopy USPTO. to protect the shape of its trailer From 1996 and as of the drafing of this
roof " by Fazoli’s System Management, (and color striping)™® used to sell malasadas, article, it appears that very few businesses
LLC, Vand for goats grazing on a grasstop . a “local” pastry. This with a Hawail address have sought federal
roof g cws|  cultural icon, the trademark protection for food items or for
ep—— “malazada mailer food establishment services with
Tuming to the mterior of the retail W Timam Ty truck, ™ which many “nentraditional” marks. For example, no
establishment, “[r]estaurant and other retall . raised in Hawaii have motion marks, taste marks, sensory touch
decor may be pmteetable trade dress.”” For frequentad since ; - marks or other product confimuration marks
; childhood and . - {Le., three dimensional shape) were
possibly taken for i uncovered related to food or restanrant
granted 1s the services.”
guintessential
- “Hawalian version of an ice During a recent inguiry made to the Hawall
cream truck™ - a source Department of Commerce and Consumer
mdicator under trademark Affairs conceming the registration of coler
standards in its purest form. A and scent marks, the response received was
I search of the rademark database that only %ra]:lhln:s and words would be
ew:l:lple the mterior of the restanrant for at the USPTO revealed other protected.” the mmplication being that
Chipotle Mexican Grill, Inc. mcludes décor - nentraditional marks used with trademarks or service marks filed for
comprising unpainted galvamized or stainless food items. For example, the nentraditional marks mught not be protected.
steel metal finishes on tables and bar tops,  packaging of foods has also been Those receiving similar feadback cught to
light-colered natural wood finishes, and an ~ protected, as depicted, in a federal contact a trademark legal specialist
exposed kitchen and grill area, among other registration for a water boftle having flat concerming the protection of non-traditional
elements, collectively l:ﬂ]]lbll]f.‘d to create a geometrlc shapes, a product configuration marks.
total lock and feel as shown.™ The lock and mark * In 2003, a Hawaii-based business
fea] of the restaurant’s interior décor may be sought protection for the shape nfa cockis
created by other décor elements,” including that looks like a pineapple cutout.® CLAIM TO FAME MARKS,

a restawrant menu that maj,r be ennitled to CHEF BEANDING. AND THE
trade dress protection,” the combination of : : SIGCNATURE

logo fout, color accents madmeru;emeuts fon e

and souvenirs, and lighting fixtures.” S . DISH P AT S
1 Festaurants often tout

EXANPLES OF HAWAIT'S ANEELER) 9 ' that they are the first to

NON-TRADITIONAL MARKS PR . invent ceriain food

SRR { | dishes, and guard that
RELATED TO FOOD TR claim to fame closely

Nontraditional marks are not new to Hawai e : 0 the Ffood §TEAKS
businesses. In 1999, a well-known business i?;;: mnE:ifjig the
applied for a configuration mark with the e

.

#“"’"




GOODSILL

AMULENDN UL IAX & NTINIR

-

onginal or first to invent, such as in one
example, the New York cheese cake, and m
another example, the Philadelphia “Phally™
cheese steak sandwich * In the latter case, a
well-known food establishment obtaimed
federal trademark protection for the depicted
mark, PAT’S EING OF STEAKS
OFIGINATORS OF THE STEAK
SANDWICH (and design).® In doing so,
this business literally incorporated the first to
invent claim into its design mark, namely,
“ORIGINATORS OF THE STEAK
SANDWICH.” It would be understandable
that the owners of the busineszs back in 1968,
the date of first use of the mark, would
probably not have anticipated that the claim
to fame would become a valuable IP asset
and enable marketing leverage in modem day
times. Tt 15 interesting that the incorporation
of a claim to fame aspect nto a design mark
would be a nontraditional way to utilize
trademark law to obtain relief agamst third
parties malang a confosmgly similar claim to
fame assertion. Ironically, the claim to fame
mark would appear to alse support the
advertising and ego associated with
the mvention of the Philly cheese steak
sandwich.

Several Hawan-based businesses have nsed a

similar strategy to
M stake their claims

HAWAIN'S DRIGINAL MALASLON

design marks. Doing so enables restaurant
owners to assert a claim for trademark
infrmgement. if evidence should be deficient

to support a false adverhising or other canse
of achon agamst third parties making a
confusingly stmilar claim to fame. In one
example shown, a design mark which
included the terms, “HAWATT'S ORIGINAL
MM.ASADAS”, 15 a claim to fame for
p»ashjr In another similar example
assoclatedwnth
thﬁclamlm iy ¥ omlw. b - e
fame (to

“Hawanian

Barbecus™) was

embedded into

the design mark,

namely “SINCE

1976 by L&L

Franchise, Inc.*’

Those who follow the FOOD NETWORK®
cable television programs™ over the years
have witnessed the nise of up and conmg
chefs to the status of celebrity chefs.
Capitalizing on this movement, not only are
chefs and restaurant owners protecting themr
service marks for restaurant services (Le.,
“traditional” trademark protection), they are
also registering “their names for use in
fooddmunstmtmn,telewnunsbnws,splm
and dinnerware”* not to mention ancillary
foudpmductsandmmthand:mmchasthme
under the MORIMOTO and GIADA names,
by way of examples.” Doing so enables the
chef-owner opportunities for licensing of the
name, and the restaurant, which might hire

the chef, the ability to exploit the chef's
name.

In one example, a local
celebmity chef has protected
the mark, ROY"S FUSION
COOKWARE, for
“[h]ouzehold cookware,
namely, pots, metal frying
mglﬂ!ﬁ?mgpmshﬂets,mﬂm
metal grill pans, stock pots.™" Chefs who
have reached this well-knowm statms,
typically have retained or partnered with a
business facilitating the manufacturing,
merchandising, branding, distribution of
products mdchefnanmpmmntmm
commercial markets.™ Obtaining a license
to the chef's name 15 wital to support the
ability to brand a chef, and to anticipate and
withstand due diligence by mvestors during
fund-raising activities, particularly for early-
stage or mid-level restaurant businesses.”
This strategy s1gnals to investors that the
business could be still viable even if the chef
parted ways from the restaurant, and helps
protect the business from possible
subsequent attempts by the chef to thwart the
restaurant’s comtinued use of that chef's
name.

> L)

It would not be a far leap if a chefhas a
claim to fame m a culinary creation, along
with the ego to promote such creation.
Interestingly. a signature dish may be
protected by the combination of trademarks
and trade dress. In one approach, “the name
of a signature dish may be protected as a
trademark if it is not merely descriptive of
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the dish and otherwise serves to idennfy 1t,
distinguish it, and indicate its source ™™
Following the line of the Pepperidge Fanmn's
GOLDFISH trademark and the configuration
mark cwned by Cinnaben, Inc., the legal
theory supports the idea that the shape of a
signature dish may be protectable 1f it is non-
functional, distinctive and marketed in a way
to be a source indicator.”” An example of
this i3 where “a chef would never be able to
rademark a piece of lasagna in the shape of a
square, [however,] rademark principles
suggest that a chef should be able to
rademark lasagna that is shaped, for
example. like a car,” provided such aforesaid
criteria can be Eitabhshed and the shape is
not merely omamental " Pushing the
boundaries of nonTraditional marks further. a
commentator has proposed that the chef
would have a further right to protect the rade
dress of packaging by creating an unmsnal
appearance of the lasagna (shaped like a car)
with, by way of examgple, the addition of a
glob of grape jelly so that the visnal
appearance weuld “identify and dl'i‘tlﬂg‘luih
the signatire dish and its source.

SECRET SAUCE - ONE PART
BUSINESS ACUMEN, ONE

PART BRAND BUILDING, .
Althengh the food industry was dlS{“usiEd by
way of 1llustration, the concepts infroduced
are gpplicable acress various trade channels.
Those businesses, etther established or start-
ups and these aspiring to expand with
ancillary products and other services, should
mitially protect their mark m the traditicnal
Le., inword and logo (two-

dimensional) formats, for the primary goods
and services. In the case of the food
establishment industry, this would be for
restaurant services in International Class £2,
preferably federally and at a mJJ.umum
locally through state agencies " Thereafter,
these businesses with the entreprensur
mindset have a nmltimde of resources
available to brand themselves using
nontraditional marks either alone or in
combination, to supplement the raditional
methods of trademark protection. For
example and with cne brand strategy, by
adopting a single color on certain products,
its packagmg or within the décor of the retail
establizhment, conswmers can be
“conditioned” to recognize the goods or
services emanating from a single source. In
ancther example, by using a motion mark on
the retail establishment’s website or social
networking account, and 1n its adverhising
campaigns, this nontraditional mark may
offer the business a hrandmg tool that is
exclusively visual™ and beneficial for
attracting customers. The retail business
may create and wademark an icon for their
App that runs on & smartphone or tablet-
computer (e g . Apple iPhone, iPad. ete).™

Many new businesses have a period of
design and building. During this stage, there
may be aspects of the exterior architecture
and mienor decor that conld be examined for
trade dress protection to the extent such
nontraditional mark could provide source
recognition and ke of value to the business
madel. Counseling from a Tademark legal
spectalist should be sought on hew to

develop secondary meanmg 1f the rade dress
is not mherently distinctive * The
entreprenenr’ s busmness acumen would
melude other EDDEIdEIaIlD]H that encompass
menu names,” the product shape, its three-
dimensional pan:l:ae;u:l.g and product name
possibly qualifying for tradema:l: protection,
if certain criteria are met.” Should the
business expand to sell ancillary products
and merchandise, trademark protection for
these goods might be sought, as well as
service marks to prowote the core underlying
business services.” Where a person will be
feamured by and branded with the underlying
bui].uess. a license to use that person’s
name" should be sought to enable strategic
exploitation of branding oppormnities, and
the right to obtain trademark protection in
that name. Where that featured person
creates a signature product, there may be
three potential elements to protect: the name
of the product, its shape and three-
dimensional trade dress packaging.® Whers
the business has a clamm to fame assertion m
being the first to invent a product, the tactic
of registering the claim to fame in a
trademark is a strategy to consider ¥ These
aspects of brand building collectively
conmibute to the secret sance.

While it may appear that an intelleemal
property portfolio assembled with a strategy
of Incorporating traditional and
nentraditional marks 15 limited by the
enfrepreneur s imagination and creativity,
“cleverness alone does not ensure legal
1:|-1'1:|-tf.«:'til:uu”SB of suceess. Satisfying the
requirements for registering a nontraditional
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trademark 1s logistically technical in nature
and can be an uphill battle, given the hurdles
of the non-functionality, distinctiveness and
proper usage requirements of the USPTO.
“Trademarks i general need to meet certain
requirements 1n order to be considered
eligible for protection and registration. ™™
Thus, it 1s prudent to consult a trademark
legal specialist for further interpretation of
the principles introduced here.

Moreover, few businesses, especially start-
ups, believe that they can afford to assemble
a marketing and legal team to create
innovative branding strategies using many
types of nontraditional marks, let alone
register for trademark protection in every
country worldwide.”” While often true, many
businesses fail to fully value and appreciate
the opportunities and options that
nontraditional marks provide, especially
techniques for developing a brand that should
be coordmated with the business nussion to
capture market share by expanding a base of
return customers and building one for new
customers:; and which can also be
strategically used to unlock the keys to an
investor’s heart.
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around the middls swrface of a botils of wina.
The mark 1z a sensory, fouch mark.™). See also,
http-werw davidfamaly comindex phpTophon

=com contentfview=article&1d="77& Itepud="
E (leather label from Spain, cut, stamped,
printed and applied all by hand with adhesive
that allows the label to be removed and saved).

TS Reg. No. 2,751,476 (Aug. 12, 2003).

* See Global Trademark Fezearch, supra note
T

¥ fee Gilson on Trademarks, supra note 15.

0 See Global Trademark Research, supra note
7.

! Anne Gilson Lalonde, ef al., supra note 9, at
183,

% See Gilson on Trademarks, supra note 15,
and text accompanying note 149,

P UE Reg No. 2,910,405 (Dac. 14, 2004)
{“The mark of this application consists of a
packazing desizn having an oval outer
configuration with 2 nbbon extending about the
packaging which 1z tied m a bow. The nbbeon
wmeluding the wording LA MATISON DU
CHOCOLAT and a desizgn element which
repeat along the entire langth of the nbbon. The
top surface of the packaging meludmg the
wording LA MATSON DU CHOCOLAT and
the same desizn element. The centainer portion
15 2 tobaceco brown color with 2 dark brown
border extending about the top surface of the
packazing. The nibbon portion 15 2 betge color
with tobacco brown imprintmg. ™).

#1115 Reg. Mo, 2,508,255 (Dec. 7, 2004).

% Anne Gilson Lalonde, er al., supra note 9. at
183,

7S Reg No. 1,640,659 (April &, 1991}
1115, Reg. No. 3,839,907 (Aug. 31, 2010).

= U5 Feg. Mo. 3,788,865 (May 11, 2010)
{“The color(s) red and white 13/are clammed as a2
feature of the mark. The mark consists of a
configuration of a red and white cake. 4 thick
white ribbon appears crossing over the width
and length of the top swface of the cake with a
thick white nibbon placed on top of the
mtersecion of the larze plus sign dasizn on the
top surface of the cake simulating a large bow
on top of the caks. The baze of the cake
comtains a series of connected textured
scalloped desizns appeanng i white. The color
black appears within the nbbon, bow and
scalloped desizns to show texturs and depth in
the mark buf is not clammed as a feature of the
mark. The dotted lines represant the outline of
the square shape and representation of the cake
and are not clammed as 2 feature of the mark ™).

WS Rep No. 2,098 432 (Sept. 16, 1997)
{“The mark consists of a eylindncal
configuration of a emnamon 10ll having a
height of about two and one-half inches and a
width of about four inches; and having a2 spiral
wrap of five and one-half to six and one-half’
lavers of baked dough with a melted

cinnamon brown sugar/marganns layver
between overlappng portions of the wrap, with
the mner portion of the wrap baing shighily
elevated above the outer portions of the wrap,
and with the fop and porions of the side of the
wrap being covered by melted frosting. The
stippling mn the drawing 15 for shading purposes
only.").

™ tee Gilson on Trademarks, supra note 15, §
2.11 and text accompanying note 130

1175, Reg. Mo, 2,302,979 (Dec. 21, 1999).
P75 Reg. No. 2,007,624 (Oct. 15, 1996).
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# Lee Gilson on Trademarks, supra note 15, §
211 and text accompanying note 131 {oiting
Twe Peses, Inc. v. Taco Cabana, Ine., 505 U5,
T63 (1992)).

1.5 Rez Ne. 3,128,649 (Aug. 15, 2006).

¥ Lisa K. Enzman, Trademark Protection for
Restaurant Ouners: Having Your Caks and
Trademarking It, Too, 99 TME 1004, 1010
(20087,

* Pasguez v. Yharra, 150 F.Supp.2d 1157 (D.
Kan 2001}

T Jerome Gilson, et al., supra nete 7, at 816,
* U5 Rez Mo, 2.377,375 (Auz. 15, 2000).

** Hawaii is not known for its ice cream trucks.
U5 Rez No. 1,986,583 (July 16, 1996).

# U5 Rez. Mo. 2,934,375 (Mar. 22, 2003).

4= of Tuly 3, 2011, there does not appear to
be other Hawan applicants filing for federal
protection of nontraditional marks (including
three-dimensional trade dress) for foods or food
establishment services on the USPFTO database,
Trademark Elactronic Search System (TESS),
at hitp-/tessd uspio gov/bin'zate exeTf=
searchss&state =4004-2=d2q). 1.1 - but see e 5.,
U5, Ser. Mo, 76/472,363 (filed Diec. 5, 2002,
now azbandoned) (confizuration of retail kiosk
25 a shark cage for zelling diving equipment).

* Phone call to Department of Commerce and

Consumer Affairs, Business Eegistration
Division, (308) 586-2744 (Julv 7, 2011}

 fee Lisa K. Krizman, supra note 36, at 1022-
1023

S5 Rez Mo. 2,614,975 (Sept. 3, 2002).

B 175 Reg No. 3,913,451 (Feh. 1, 20113
S5 Reg Wo. 3,041,811 (Jan. 10, 2006).
515 Reg. No. 2,791,044 (Dec. 9, 20031
# Ses Lisa K. Erizman, supra note 56, at 1024.

M Ses eg., US. Reg. No. 2,893,977 (Oct. 12,
2004) and U.S. Ser.. Mo. 77/219,173 (Filed
TFune 29, 2007).

" UU& Rag No. 3,087,968 (May 2, 2006).

™ See e.g.. Become 2 HSW Partner, at
hitp: rww hesn com become-an-hsn-
partner_at-4832_xa aspxTnolnav=1.

™ Seg Lisa K. Erizman, supra nota 56, at 1004,
™14 at 1025

"I

" T4 at 1027

T4

"™ Jd Qmalification is made to “preferably”™ dus
to compliance with the “use in commersa”™
criteria. 13 1.5.C 51127

"1 esley Matty, Note: Rock, Paper, Scissor,
Trademark? A4 Comparative Analvsiz af
Morion as a Feawre of Trademarks in the
United Srares and Evrope, 14 Cardozo I, Int’l
& Comp. Law 357, 362 (2008).

" The description of goods weould be computer
software for providmg the applicable fimetion.
Seeeg, US Bez Mo 3,886,206 (Dec. 7,
20100

8 Ser Lisa K. Erizman, supra note 56, at 1028.

¥ The application of “menu ,” as nsed here,
refers to a catalog listing products for sale. See
Mearriam-Webster Collegiate® Dictionary (11

ad. 2003) (“a comparable Lst or assortment of
offermgs”), at htp: wwnw merriam-
webster com/dictionary/ memnn.

M fee Lisa K. Krzman, supra note 58, at 1028,

M teeid at 1015 (EGG MCMUFFIN and
SAUSAGE MCMUFFIN service marks).

¥ This article does not address the other
intzllectnal property rights that should also be
considered, such as the nght of publicity.

¥ tee Lisa K. Krzman, supra note 56, at 1028,
Id.
M tee Lalonde, et al., supra note 9, at 187,

¥ tee Global Trademark Research, supra note
1.

* Paul W._ Reidl, Understanding Basic
Trademark Law: A Primer on Global
Trademark Protection, in UNDERSTANDING
TRADEMARE LaAw 205, 217 (Practicing Law
Institute, Wew York, H.Y. 2008).




